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REMARKS 

In view of the following remarl<s, the Examiner is respectfully requested to 
withdraw the rejections and allow Claims 1-17, 19 and 48-50, the only claims pending 
and under examination in this application. 



Claims 44-47 have been cancelled without prejudice. 



Claim 1 has been amended to clarify the order in which the different fields are 
applied and to further define the AC tickling field, as suggested by the Examiner during 
a personal interview held with the undersigned on October 7, 2010. New Claims 49-50 
have been added. Support for these amendments and new claims is found throughout 
the specification and claims as originally filed, for example at paragraphs [0053]-[0054] 
and [0064], and FIG. 2B. No new matter is added. 

The Examiner is thanked for the personal interview held with the with 
undersigned on October 7, 2010. During the interview, the above amendments were 
discussed. At the conclusion of the interview, the Examiner agreed that the above 
amendments would overcome the rejections of record. 

Rejections under 35 U.S.C. §103(a) 

Claims 1 -8, 1 0, 1 1 , 1 7, 1 9 and 48 were rejected under 35 U.S.C. §1 03(a) as 
allegedly being unpatentable over Fox (WO 01/14591) in view of Besse et al. {Applied 
Physics Letters, vol. 80, no. 22, (June 3, 2002) pp. 4199-4201 . 

The Applicants submit that a prima facie case of obviousness has not been 
established for at least the following reasons: 

• the cited references fail to teach or suggest every element of the 
Applicant's claimed invention; 

• there is no apparent reason that would have prompted a person of 
ordinary skill in the art to combine the references in the manner suggested 
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by the Examiner because the proposed combination of references would 
change the principle of operation of the reference being modified; and 
• the Applicants' claimed invention is more than the predictable use of prior 
art elements according to their established functions. 

In making the rejection, the Examiner argues that Fox substantially discloses the 
Applicants' claimed invention. However, the Examiner concedes that "Fox fails to teach 
that said detecting comprises applying a DC bias field and an AC tickling filed." Office 
Action, pg. 3, lines 22-23. To remedy this deficiency, the Examiner relies upon the 
asserted teachings of Besse. Specifically, the Examiner alleges that "Besse teaches 
detection and characterization of a single magnetic bead using silicon Hall sensor. The 
method of detection is applying a DC bias field perpendicular to the sensor and an AC 
field in either z (H2) direction of x direction (HI)." Office Action, pg. 3, line 24 to pg. 4, 
line 1. 

The Applicants contend that a prima facie case of obviousness has not been 
established because the cited references fail to disclose or suggest every element of 
the Applicants' claimed invention. 

The Applicants' claimed invention includes the element that the "detecting 
comprises applying a DC bias field and an AC tickling field." In addition, the instant 
Specification discloses as follows: 

The operation of a spin valve detector (FIGS. 2A and 2B) is described as 
follows: 1 ) The magnetic nanoparticle under a DC bias field (Hb) generates a 
magnetic field around it. 2) The magnetic field will affect the resistance of a 
spin valve closely underneath it. 3) Application of an AC tickling field (H,) will 
force the moment of [the] particle to oscillate, resulting in an oscillating MR 
signal from [the] spin valve. Note that in the in-plane mode the spin valve 
detector signal due to the magnetic nanoparticle has the same frequency f 
as the AC tickling field Ht, while in the vertical mode the signal has twice the 
frequency of H,. 
Specification, pg. 14, f [0054]. 
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Thus, the Applicants' claimed element of applying an AC tickling field causes the 
magnetic moment of the magnetic particles to oscillate, resulting in a detectable 
oscillation in the magnetoresistance (IVIR) ratio. 

In contrast, Besse discloses two detection methods that rely only on application 
of a DC bias field to generate a detectable signal. The first method is shown in FIG. 3 
of Besse, reproduced below. 
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In Besse's first method, an AC field (H2) is applied in the z-direction. However, 
no detectable signal is generated, as shown in FIG. 3 where the signal with bead and 
without bead are not significantly different from each other and show approximately 
zero change in magnetic induction from 0-10 seconds. Next in Besse's method, after 
10 seconds, a DC bias magnetic field (Ho) is switched on and a detectable signal is 
recorded, as shown in FIG. 3 by the change in magnetic induction from 10-20 seconds. 
Thus, the method disclosed by Besse only relies on applying a DC bias field to 
generate a detectable signal. As such, Besse does not teach or suggest the 
Applicants' claimed element that "said detecting comprises applying a DC bias field and 
an AC tickling field." 
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The second method disclosed by Besse is shown in FIG. 4, reproduced below. 
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In Besse's second method, as AC field (Hi) is applied in the x-direction. 
However, similar to Besse's first method, no detectable signal is generated, as shown in 
FIG. 4 where the signal with bead and without bead are not significantly different from 
each other and show approximately zero change in magnetic induction from 0-10 
seconds. Next in Besse's second method, after 1 0 seconds, a DC bias magnetic field 
(Ho) is switched on and a detectable signal is recorded, as shown in FIG. 4 by the 
change in magnetic induction from 1 0-20 seconds. Thus, the method disclosed by 
Besse only relies on applying a DC bias field to generate a detectable signal. As such, 
Besse does not teach or suggest the Applicants' claimed element that "said detecting 
comprises applying a DC bias field and an AC tickling field." 

As such, the Applicants submit that a prima facie case of obviousness has not 
been established because the cited references do not teach or suggest every element 
of the Applicants' claimed invention. Therefore, the Applicants respectfully request 
withdrawal of this rejection. 
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Furthermore, the Applicants contend that a prima facie case of obviousness has 
not been established because there is no apparent reason that would have prompted a 
person of ordinary skill in the art to combine tine references in the manner suggested by 
the Examiner because the proposed combination of the cited references would change 
the principle of operation of the reference being modified. 

As stated in MPEP §2143.01 (VI), if the proposed modification or combination of 
the prior art would change the principle of operation of the prior art invention being 
modified, then the teachings of the references are not sufficient to render the claims 
prima facie obvious. In re Ratti, 270 F.2d 81 0 (CCPA 1 959). 

Fox discloses as follows: 

to the biomokcuk. In several preferred embodimms, the invention uses a sensiti ve magnetic 
sensor, such as a giaut inagnetoresisttve ratio sensor (GlVrR), for the ddection of maguedcially 
kbeMbiomolscutes. A method of biotisBlsctile detection according to otjis prefeired 
Fox, pg. 6, lines 17-19. 

Giant magnetoresistance (GIVIR) is based on the quantum mechanical 
magnetoresistance effect observed in thin film structures composed of alternating 
ferromagnetic and non magnetic layers.^ Thus, the principle of operation of the sensors 
disclosed by Fox is based on quantum mechanics. 

In contrast, Besse discloses the detection of magnetic beads using a Hall 
sensor. Besse, Abstract. Hall sensors are based on classical physics and produce a 
signal due to the production of a voltage difference across an electrical conductor, 
transverse to an electric current in the conductor and a magnetic field perpendicular to 



^ Walter A. Harrison, Applied Quantum Mechanics, World Scientific Publishing Co. Pte. Ltd. (2000), 
Chapter 2.3, pp. 24-31 ; see also "Giant magnetoresistance", available online at 
http://en.wikipedia.org/wiki/Giant_magnetoresistance (accessed Sept. 9, 2010). 
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the current.^ Moreover, Besse specifically distinguishes the disclosed Hall sensors from 
giant magnetoresistance arrays. For instance, Besse discloses as follows: 

i f='i ttt h J It i } 1 iu ! 

Is thi I ttet \ lea ^Oii tnt \ df' ? lm ) >.l t ^ 
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I (te d'* i\e i\s ot >i«t 1! -i-^etliej msi het iron 
rtid <^l<^ctJom s 1 1 ^ sij ale >>i j» i s ljp '3t •« se t 1 3 ^bh !o^\ 
cost, 

Besse, pg. 4199, col. 1, lines 13-24. 

Consequently, the Examiner's suggested combination of the teachings of Fox 
and Besse would change the principle of operation of Fox from being based on the 
quantum mechanical giant magnetoresistance effect to being based on the classical 
physics Hall effect. As such, a person of ordinary skill in the art would have no 
apparent reason to combine the references in the manner suggested by the Examiner 
because the proposed combination of the cited references would change the principle 
of operation of the reference being modified. 

Therefore, in making this rejection of the claims over Fox in view of Besse, the 
Examiner has improperly combined the Fox and Besse references because the 
proposed combination of references would change the principle of operation of the Fox 
reference. As such, a prima facie case of obviousness has not been established and 
the Applicants respectfully request withdrawal of this rejection. 



^ R.S. Popovic, Hall Effect Devices, Second Edition, Institute of Pliysics Publishing Ltd. (2004), Chapter 1 , 
pp. 2-4; see also "Hall effect sensor", available online at http://en.wikipedia.org/wiki/Hall_sensor (accessed 
Sept. 9, 2010). 



13 



Atty. Dkt. No. STAN-571 
USSN: 10/829,505 

Furthermore, even assuming for the sake of argument that the cited references 
may be combined as suggested by the Examiner, the Applicants additionally contend 
that a prima facie case of obviousness has not been established because the 
Applicants' claimed invention is more than the predictable use of prior art elements 
according to their established functions. 

As described above, the disclosure of Besse indicates that no detectable signal 
is generated when an AC field is applied in either the z- or x-directions and that a 
detectable signal is only generated when a DC bias field is applied. As such, a person 
of ordinary skill in the art would not expect the application of an AG tickling field, as in 
the presently claimed invention, to have any detectable effect. Consequently, a person 
of ordinary skill in the art, absent the teachings of the present specification, would not 
have expected the combined teachings of Fox and Besse to teach or suggest with any 
predicted success the Applicants' claimed element that the detecting includes applying 
a DC bias field and an AC tickling field. 

Accordingly, in view of the above, the Applicants contend that the Examiner has 
not established a prima facie case that the claimed invention would have been obvious 
to a person of ordinary skill in the art at the time of invention. As such, the Applicants 
respectfully request withdrawal of the 35 U.S.C §1 03(a) rejection of Claims 1-8, 10, 11 , 
17, 19 and 48. 

Claims 1 -8, 1 0, 11 , 1 4-1 7, 1 9 and 48 were rejected under 35 U.S.C. §1 03(a) as 
allegedly being unpatentable over Coehoorn et al. (WO 03/054523) in view of Besse et 
al. {Applied Physics Letters, vol. 80, no. 22, (June 3, 2002) pp. 4199-4201 . 

In making this rejection, the Examiner asserts that Coehoorn substantially 
discloses the Applicants' claimed invention. Office Action, pg. 5, lines 17-22. However, 
the Examiner concedes that "Coehoorn fails to teach said detecting comprises applying 
a DC bias field and an AC tickling field." Office Action, pg. 6, lines 1 -2. To remedy this 
deficiency, the Examiner cites Besse for its alleged teaching of "detection and 
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characterization of a single magnetic bead using silicon Hall sensor," asserting that the 
"method of detection is applying a DC bias field perpendicular to the sensor and an AC 
field in either z (H2) direction of x direction (HI)." Office Action, pg. 6, lines 3-5. 

The Applicants contend that a prima facie case of obviousness has not been 
established because the cited references fail to disclose or suggest every element of 
the Applicants' claimed invention. 

As discussed above, in the methods disclosed by Besse, no detectable signal is 
generated upon application of an AC field. Besse, FIGS. 3-4. A detectable signal is 
only generated after a DC bias field is applied. Id. Thus, the methods disclosed by 
Besse only rely on applying a DC bias field to generate a detectable signal. As such, 
Besse does not teach or suggest the element that "said detecting comprises applying a 
DC bias field and an AC tickling field," as required by the Applicants' claimed invention. 

As such, the Applicants submit that a prima facie case of obviousness has not 
been established because the cited references do not teach or suggest every element 
of the Applicants' claimed invention. Therefore, the Applicants respectfully request 
withdrawal of this rejection. 

Furthermore, the Applicants submit that a person of ordinary skill in the art, 
absent the teaching of the present specification, would have no apparent reason to 
combine the cited references in the manner suggested by the Examiner because the 
proposed combination of the cited references would change the principle of operation 
of the reference being modified. 

Coehoorn discloses that "The present invention relates to a method and a device 
for magnetic detection of binding of biological molecules on a biochip." Coehoorn, 
Abstract. In addition, Coehoorn discloses as follows: 
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Afisasuetoxesisdve (MR) sensor, for ssxampfe a giiml magnetorssisttve 
(OMR)j a tuiKiel map-eforesisliv^ (TME) car an aiusotropic magaetoi^sistiy^ secstsr 
is provided aocprdiag to the piesetit mventioa to read otJt tlie iisforsiiatioiJ gather etJ lay the 
biochip 1, thus to reM mt ttie presence or absence of the particks axtd/oi' to d^etmSse ot 
estimate an area! density of the mastic iisaopartides 1 5 on the probe 'area 5. 

Coehoorn, pg. 10, lines 9-13. 

As discussed above, GMR is based on the quantum mechanical 
magnetoresistance effect observed in thin film structures composed of alternating 
ferromagnetic and non magnetic layers.^ In addition, Coehoorn discloses as follows: 

TMR can be observed in, systems made of two fertomagtwtic dectrode layers 
'separated, by an isolating (twmel) barrio. This bamer mmt tw very &iti, i.e., of the order of 
Imi. Otily tbsa, the electors cmi tannel thjrpH^ this barriers an taitirely qastntuKi- 
mechaaical trmsport process. 

file AMR of feiToraagEtetic materiais is tiie dependmce of the resistance on. 
ih& aftgl e the ean^nt makes with ths magjisttsatioii directioii. This pbenomerKsi is due to an 
a^iymtuetry in the elecJioa scattering cross section of ferroroagoet ijxsterials. 

Coehoorn, pg. 1 0, line 30 to pg. 1 1 , line 7. 

As such, similar to Fox, discussed above, the principle of operation of the 
sensors disclosed by Coehoorn is based on quantum mechanics. In contrast, as 
discussed above, Besse discloses the detection of magnetic beads using a Hall sensor, 
which is based on classical physics. Consequently, the Examiner's suggested 
combination of the teachings of Coehoorn and Besse would change the principle of 
operation of Coehoorn from being based on quantum mechanical magnetoresistive 
effects to being based on the classical physics Hall effect. As such, a person of 
ordinary skill in the art would have no apparent reason to combine the references in the 

^Walter A. Harrison, Applied Quantum Mechanics, World Scientific Publishing Co. Pte. Ltd. (2000), 
Chapter 2.3, pp. 24-31 ; see also "Giant magnetoresistance", available online at 
http://en.wikipedia.org/wiki/Giant_magnetoresistance (accessed Sept. 9, 2010). 
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manner suggested by the Examiner because the proposed combination of the cited 
references would change the principle of operation of the reference being modified. 

Therefore, in making this rejection of the claims over Coehoorn in view of Besse, 
the Examiner has improperly combined the Coehoorn and Besse references because 
the proposed combination of references would change the principle of operation of the 
Coehoorn reference. As such, a prima facie case of obviousness has not been 
established and the Applicants respectfully request withdrawal of this rejection. 

Furthermore, even assuming for the sake of argument that the cited references 
may be combined as suggested by the Examiner, the Applicants additionally contend 
that a prima facie case of obviousness has not been established because the 
Applicants' claimed invention is more than the predictable use of prior art elements 
according to their established functions. 

As described above, Besse discloses that no detectable signal is generated 
when an AC field is applied in either the z- or x-directions and that a detectable signal is 
only generated when a DC bias field is applied. As such, a person of ordinary skill in 
the art would not expect the application of an AC tickling field, as in the presently 
claimed invention, to have any detectable effect. Consequently, a person of ordinary 
skill in the art, absent the teachings of the present specification, would not have 
expected the combined teachings of Coehoorn and Besse to teach or suggest with any 
predicted success the Applicants' claimed element that the detecting includes applying 
a DC bias field and an AC tickling field. 

Accordingly, in view of the above, the Applicants contend that the Examiner has 
not established a prima facie case that the claimed invention would have been obvious 
to a person of ordinary skill in the art at the time of invention. As such, the Applicants 
respectfully request withdrawal of the 35 U.S.C §1 03(a) rejection of Claims 1-8, 10, 11 , 
17, 19 and 48. 
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Claims 1 -8, 1 0, 11 , 1 7, 1 9 and 48 were rejected under 35 U.S.C. §1 03(a) as 
allegedly being unpatentable over Baselt (U.S. Patent No. 5,981 ,297) in view of Besse 
et al. {Applied Physics Letters, vol. 80, no. 22, (June 3, 2002) pp. 4199-4201 . 

In making this rejection, the Examiner asserts that Baselt substantially teaches 
the Applicants' claimed invention. Office Action, pg. 8, lines 1-6. However, the 
Examiner concedes that "Baselt fails to teach said detecting comprises applying a DC 
bias field and an AC tickling field." Office Action, pg. 8, lines 7-8. To remedy this 
deficiency, the Examiner cites Besse for its alleged teaching of "detection and 
characterization of a single magnetic bead using silicon Hall sensor," asserting that the 
"method of detection is applying a DC bias field perpendicular to the sensor and an AC 
field in either z (H2) direction of x direction (HI)." Office Action, pg. 8, lines 9-1 1 . 

The Applicants contend that a prima facie case of obviousness has not been 
established because the cited references fail to disclose or suggest every element of 
the Applicants' claimed invention. 

As discussed above, in the methods disclosed by Besse, no detectable signal is 
generated upon application of an AC field. Besse, FIGS. 3-4. A detectable signal is 
only generated after a DC bias field is applied. Id. Thus, the methods disclosed by 
Besse only rely on applying a DC bias field to generate a detectable signal. As such, 
Besse does not teach or suggest the element that "said detecting comprises applying a 
DC bias field and an AC tickling field," as required by the Applicants' claimed invention. 

As such, the Applicants submit that a prima facie case of obviousness has not 
been established because the cited references do not teach or suggest every element 
of the Applicants' claimed invention. Therefore, the Applicants respectfully request 
withdrawal of this rejection. 

Furthermore, the Applicants submit that a person of ordinary skill in the art, 
absent the teaching of the present specification, would have no apparent reason to 



18 



Atty. Dkt. No. STAN-571 
USSN: 10/829,505 

combine the cited references in the manner suggested by the Examiner because the 
proposed combination of the cited references would change the principle of operation 
of the reference being modified. 

Baselt discloses as follows: 
Baselt, col. 3, lines 60-63. 

As such, similar to Fox and Coehoorn, discussed above, the principle of 
operation of the sensors disclosed by Baselt is based on quantum mechanics. In 
contrast, as discussed above, Besse discloses the detection of magnetic beads using a 
Hall sensor, which is based on classical physics. Consequently, the Examiner's 
suggested combination of the teachings of Baselt and Besse would change the 
principle of operation of Baselt from being based on quantum mechanical 
magnetoresistive effects to being based on the classical physics Hall effect. As such, a 
person of ordinary skill in the art would have no apparent reason to combine the 
references in the manner suggested by the Examiner because the proposed 
combination of the cited references would change the principle of operation of the 
reference being modified. 

Therefore, in making this rejection of the claims over Baselt in view of Besse, the 
Examiner has improperly combined the Baselt and Besse references because the 
proposed combination of references would change the principle of operation of the 
Baselt reference. As such, a prima facie case of obviousness has not been established 
and the Applicants respectfully request withdrawal of this rejection. 

Furthermore, even assuming for the sake of argument that the cited references 
may be combined as suggested by the Examiner, the Applicants additionally contend 
that a prima facie case of obviousness has not been established because the 
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Applicants' claimed invention is more than the predictable use of prior art elements 
according to their established functions. 

As described above, Basse discloses that no detectable signal is generated 
when an AC field is applied in either the z- or x-directions and that a detectable signal is 
only generated when a DC bias field is applied. As such, a person of ordinary skill in 
the art would not expect the application of an AC tickling field, as in the presently 
claimed invention, to have any detectable effect. Consequently, a person of ordinary 
skill in the art, absent the teachings of the present specification, would not have 
expected the combined teachings of Baselt and Besse to teach or suggest with any 
predicted success the Applicants' claimed element that the detecting includes applying 
a DC bias field and an AC tickling field. 

Accordingly, in view of the above, the Applicants contend that the Examiner has 
not established a prima facie case that the claimed invention would have been obvious 
to a person of ordinary skill in the art at the time of invention. As such, the Applicants 
respectfully request withdrawal of the 35 U.S.C §1 03(a) rejection of Claims 1-8, 10, 11 , 
17, 19 and 48. 

Claims 1 -8, 1 0, 1 1 , 1 4, 1 5 and 48 were rejected under 35 U.S.C. §1 03(a) as 
allegedly being unpatentable over Terstappen et al (U.S. Patent No. 6,623,983) in view 
of Besse et al. {Applied Physics Letters, vol. 80, no. 22, (June 3, 2002) pp. 4199-4201 . 

In making this rejection, the Examiner asserts that Terstappen substantially 
teaches the Applicants' claimed invention. Office Action, pg. 10, lines 1-7. However, 
the Examiner concedes that "Terstappen fails to teach said detecting comprises 
applying a DC bias field and an AC tickling field." Office Action, pg. 10, lines 8-9. To 
remedy this deficiency, the Examiner cites Besse for its alleged teaching of "detection 
and characterization of a single magnetic bead using silicon Hall sensor," asserting that 
the "method of detection is applying a DC bias field perpendicular to the sensor and an 
AC field in either z (H2) direction of x direction (HI)." Office Action, pg. 10, lines 10-12. 
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The Applicants contend that a prima facie case of obviousness has not been 
established because the cited references fail to disclose or suggest every element of 

the Applicants' claimed invention. 

As discussed above, in the methods disclosed by Besse, no detectable signal is 
generated upon application of an AC field. Besse, FIGS. 3-4. A detectable signal is 
only generated after a DC bias field is applied. Id. Thus, the methods disclosed by 
Besse only rely on applying a DC bias field to generate a detectable signal. As such, 
Besse does not teach or suggest the element that "said detecting comprises applying a 
DC bias field and an AC tickling field," as required by the Applicants' claimed invention. 

As such, the Applicants submit that a prima facie case of obviousness has not 
been established because the cited references do not teach or suggest every element 
of the Applicants' claimed invention. Therefore, the Applicants respectfully request 
withdrawal of this rejection. 

Furthermore, even assuming for the sake of argument that the cited references 
may be combined as suggested by the Examiner, the Applicants additionally contend 
that a prima facie case of obviousness has not been established because the 
Applicants' claimed invention is more than the predictable use of prior art elements 
according to their established functions. 

As described above, Besse discloses that no detectable signal is generated 
when an AC field is applied in either the z- or x-directions and that a detectable signal is 
only generated when a DC bias field is applied. As such, a person of ordinary skill in 
the art would not expect the application of an AC tickling field, as in the presently 
claimed invention, to have any detectable effect. Consequently, a person of ordinary 
skill in the art, absent the teachings of the present specification, would not have 
expected the combined teachings of Terstappen and Besse to teach or suggest with 
any predicted success the Applicants' claimed element that the detecting includes 
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applying a DC bias field and an AC ticl^ling field. 

Accordingly, in view of the above, the Applicants contend that the Examiner has 
not established a prima facie case that the claimed invention would have been obvious 
to a person of ordinary sl<ill in the art at the time of invention. As such, the Applicants 
respectfully request withdrawal of the 35 U.S.C §1 03(a) rejection of Claims 1 -8, 1 0, 11 , 
14, 15 and 48. 

Claims 9, 12, and 13 were rejected under 35 U.S.C. §1 03(a) as allegedly being 
unpatentable over Fox, or Baselt or Coehoorn in view of Besse, and further in view of 
Berning et al. (U.S. Application Publication No. 2005/0025969). 

Claims 9, 1 2 and 1 3 depend from Claim 1 . As discussed above, Fox, or Baselt 
or Coehoorn in view of Besse fails to render the instantly claimed invention obvious for 
at least the following reasons: 

• the cited references fail to teach or suggest every element of the 
Applicant's claimed invention; 

• there is no apparent reason that would have prompted a person of 
ordinary skill in the art to combine the references in the manner suggested 
by the Examiner because the proposed combination of references would 
change the principle of operation of the reference being modified; and 

• the Applicants' claimed invention is more than the predictable use of prior 
art elements according to their established functions. 

Since Berning was merely cited for its alleged disclosure of "nanoparticles 
coated with a layer of gold including a magnetic nanoparticle central core, and a coating 
of gold completely encapsulating the magnetic nanoparticle central core", Berning fails 
to make up for these deficiencies in Fox, Baselt or Coehoorn and Dames, as discussed 
above. 

Accordingly, the Applicants submit that a prima facie case of obviousness has 
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not been established and respectfully request withdrawal of this rejection. 

Claim 16 was rejected under 35 U.S.C. §1 03(a) as allegedly being unpatentable 
over Fox, or Baselt in view of Besse, and further in view of Ferreira, et al. {Journal of 
Applied Physics Vol 93, No. 10, 15 (May 2003), pp. 7281-7286). 

Claim 1 6 depends from Claim 1 . As discussed above. Fox or Baselt, in view of 
Besse, fails to render the instantly claimed invention obvious for at least the following 
reasons: 

• the cited references fail to teach or suggest every element of the 
Applicant's claimed invention; 

• there is no apparent reason that would have prompted a person of 
ordinary skill in the art to combine the references in the manner suggested 
by the Examiner because the proposed combination of references would 
change the principle of operation of the reference being modified; and 

• the Applicants' claimed invention is more than the predictable use of prior 
art elements according to their established functions. 

As Ferreira was merely cited for its asserted teaching of "using arrays spin valve 
sensors to detect magnetically labeled biomolecules", Ferreria fails to remedy the 
deficiencies in the teachings of Fox or Baselt, in view of Besse, as discussed above. 

As such, Claim 16 is not obvious under 35 U.S.C. §1 03(a) over Fox or Baselt, in 
view of Besse and Ferreira. Therefore, the Applicants respectfully request withdrawal 
of this rejection. 

Finally, new Claims 49-50 are patentable at least for the reasons provided above. 
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CONCLUSION 

Applicants submit that all of the claims are now in condition for allowance, which 
action is requested. If the Examiner finds that a Telephone Conference would expedite the 
prosecution of this application, he is invited to telephone the undersigned at the number 
provided. 

The Commissioner is hereby authorized to charge any other fees under 37 C.F.R. 
§§ 1 .16 and 1 .17 which may be required by this paper, or to credit any overpayment, to 
Deposit Account No. 50-0815, order number STAN-571 . 

Respectfully submitted, 
BOZICEVIC, FIELD & FRANCIS LLP 



Date: October 1 1 . 201 0 By: /Rudv J. Ng. Reg. No. 56.741/ 

Rudy J. Ng 

Registration No. 56,741 



Date: October 11. 2010 By: /Bret E. Field. Reg. No. 37.620/ 

Bret E. Field 



Registration No. 37,620 



BOZICEVIC, FIELD & FRANCIS LLP 
1 900 University Avenue, Suite 200 
East Palo Alto, CA 94303 
Telephone: (650) 327-3400 
Facsimile: (650) 327-3231 
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